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DETAILED ACTION 

1. This Office Action is the answer to the communication 
received on 9/26/2002, which paper has been placed of record 
in the file, 

2. Claims 1-13, 15-21 are pending in this application. 
Claim 14 has been canceled. 

Response 

3. Applicants* arguments have been fully considered but they 
are not persuasive with previous cited references for 35 

U. S . C . §103 (a) rejections. The examiner reviewed thoroughly 
the cited prior art again and he recognizes that those cited 
references are obvious with what the applicants claimed. 
Since a new ground of rejection on double-patenting is 
introduced, this Office Action is still a NON-FINAL 
REJECTION. New Carlson's patent was cited because the 
applicants argue that "private/public keys, or encryption 
technique or de-cryption technique" were not disclosed in 
previous cited references (these features actually 
inherently contain in prior cited references) . 

4. Since the examiner is examining utility patents, the 
claims must be directed to systems, methods or articles of 
manufacture that have a clear utility. See MPEP 706.03(a) 
for example. Over the years, numerous court decisions have 
analyzed the content of various claimed language for 
meaningful, useful differences in structure or acts 



1 



'09/182,279 
Art Unit 3625 

performed between the claims and the prior art . Some of 
these decision have found that certain language adds little, 
if anything, to the claimed structure or acts and thus do 
not serve as a limitation on the claims to distinguish over 
the prior art. For example, language directed to an 
intended use for a system of in claim 1 did not result much 
in a structural or functional difference with respect to 
prior art for ^verifying authenticity of a 

product/software/electronic document" and were held not to 
serve as a limitation on the claim. See in re Schreiber, 44 
USPQ2d 1429 (CAFC 1997) . 

Thus, a limitation on a claim can broadly be thought of 
then as its ability to make a meaningful contribution to the 
definition of the invention in a claim. In other words, 
language that is not functionally interrelated with the 
useful acts, structure, or properties of the claimed 
invention will not serve as a limitation. See in re Gulack, 
217 USPQ 401 (CAFC 1983), ex parte Carver, 227 USPQ 465 
(BdPatApp&Int 1985) and in re Lowry, 32 USPQ2d 1031 (CAFC 
1994) where language provided certain limitations because of 
specific relationships required by the claims. Pending 
claim 1 has this obviousness problem in that the applicants 
" make their claimed invention merely by applying knowledge 
clearly present in the prior art (re. to Claim 1) . Claim 1 
is directed to a system for verifying authenticity of a 
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product; this subject matter is extremely broad because 
solving the same problem (as claimed) by using encryption 
and decryption techniques in verifying authenticity was done 
before this pending application's priority date. 

5. An intended use clause found in the preamble of a 
system claim (i.e., a system for verifying authenticity of 
a product) is not afforded the effect of a distinguishing 
limitation unless the body of the claim sets forth structure 
which refers back to, is defined by, or otherwise draws life 
and breadth from the preamble. See In re Casey, 152 USPQ 
235 (CCPA 1967) ; Kropa v. Robie, 88 USPQ 478 (CCPA 1951) . 
Thus, a preamble is defined the effect of a limitation where 
the claim is drawn to a structure and the portion of the 
claim following the preamble is a self-contained description 
of the structure not depending for completeness upon the 
introductory clause. See Kropa v. Robie, supra at 48 0. See 
also Ex parte Mott, 190 USPQ 311, 313 (PTO Bd. Of App. 
1975) . 

6. The examiner is unpersuasive with claimed concept of 
protecting goods against counterfeiting using smart tags 
that the applicants presented. The examiner submits that 
the use of smart cards, (or electronic tags - a derivative 
of smart cards) is obvious for one with skill in the art, it 
contains many different information because it has a memory 
chip, including routing information (see attached 
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references of Finast, or Bank Marketing Magazine, or Retail 
Automation, or Laurie Petersen; see also the article title 

^Metrorail to take a high-tech trip with smart card" by the 
Washington Post, printed on 7/05/1998; it provides some 
background for a technology of using smart card) . This 
article said that: * Smart cards -- which have been around 
for years in Europe", and (for the reader) " to known how 
many riders it has, but also who they are , where they get on 
the subway, where they go , and even what they have for 
lunch", and * Embedded in the card is a small computer chip 
that stores data . When the card is passed over the gate's 
reader, its antenna sends a signal to the gate to open. 
Computer chip: Holds approximately 3 0 times the data that 
can be stored on a magnetic-stripe card", and "Card reader: 
Rider passes card in front of the machine's reader to begin 
a transaction and again at the end of the transaction to 
register any changes", and "Non- contact smart card reader: 
Card is passed within three inches of reader. Riders can 
pass their entire wallet or purse over the disk. Display 
window shows how much is on the card " , these information 
suggest an obvious use of smart card/smart tags/electronic 
tags in reading the information contained inside those 
cards/ tags ; from there, a purpose of protecting goods 
against counterfeiting is analogously achievable. 
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7. In using this analogous application, the examiner 
relies on In re Oetiker , 24 USPQ2d 1443, 1445 (Fed. Cir. 
1992) , it says : 

A prior art reference is analogous if the reference is 
in the field of applicant's endeavor or, if not, the 
reference is reasonably pertinent to the particular problem 
with which the inventor was concerned; and in Lamont v. 
Bergruer, 7 USPQ2d 1580 (BdPatApp&Int 1988), the court rules 
that section 103 requires us to presume that the artisan has 
full knowledge of the prior art in his field of endeavor and 
the ability to select and utilize knowledge from analogous 
arts . 

8 . The examiner submits that Fuji clearly identifies 
GemPlus as a company that in a business of manufacturing, at 
least, and GemPlus' product obviously having analogous 
limitations as applicants claimed about GemPlus' s electronic 
tags using in retailed business (Fuji's article obviously 
suggest about smart/electronic tags using in retailed stores 
(see FUJI-KEIZAI USA, INC. pg.l, e.g. electronic tags, and 
GPR400, a smart card reader in PC Card format to instantly 
encrypt and decrypt reading data). Applicants argue that: 
*the article does not teach or suggest attaching a smart 
card to a product or goods such the authenticity of the good 
can be readily verified", the examiner submits that the 
concept of using smart card for authenticity/ (getting 
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secure/correct information) , the suggestion of attaching a 
electronic tag/ (smart card) to a product for a purpose is 
just an intend of use. The smart card/electronic tag, 
itself, contains secured information to trace/authenticate , 
among other things, original sources. 

9. In re Fine, 5 USPQ2d 1596 (CA FC 1988), the court 
rules: The PTO can satisfy the burden under section 103 to 
establish a prima facie case of obviousness "by showing 
some objective teaching in the prior art or that knowledge 
generally available to one of ordinary skill in the art 
would lead that individual to combine the relevant teachings 
of the references." The "objective teaching" here are 
capabilities of preventing/verifying/authenticating/ 
protecting .etc. 

10. Merck & Co. Inc. v. Biocraft Laboratories Inc., 10 

USPQ2d 1843 (CA FC 1989), the court rules: 
A reference may be relied upon for all that it would have 
reasonably suggested to one having ordinary skill in the 
art, including non-preferred embodiments. 

11. In re Bozek , 163 USPQ 545 (CCPA 1969), the court rules: 
*Test for obviousness is not whether features of one 
reference may be bodily incorporated into the other to 
produce claimed subject matter but simply what the 
combination of references makes obvious to one of ordinary 
skill in pertinent art/' , and * Reference disclosure must be 
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evaluated for all that it fairly suggests and not only for 
what is indicated as preferred" . 

Double Patenting 

12, A rejection based on non-statutory double patenting of 
the "same invention" type finds its support in the language 
of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process . . . may obtain a patent 
therefore ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 
U.S. 186 (1894); In re Ockert, 245 F.2d 467, 114 USPQ 330 
(CCPA 1957); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970) . Where the claims of an application are not the "same" 
as those of a first patent, but the grant of a patent with 
the claims in the application would unjustly extend the 
rights granted by the first patent, a double patenting 
rejection under non- statutory grounds is proper. 

13. Claims 1, 16 have similar claimed limitations over US 
Pat. 6,069,955 issued on 5/30/2000 to Coppersmith et al . 
(see Coppersmith ( '955) for similar limitations of claims 1- 
17 - that represent similar scope and subject matters of 
previous invention, and the pending application) . 

13 . The issued patent and this pending application are 
cross -read, meaning that "the test is whether the subject 
matter of the claims of the patent sought to be invalidated 
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would have been obvious from the subject matter of the 
claims of the other patent, and vice versa". This decision 
highlights the importance of explicit findings of motivation 
in PTO decisions, because such findings cannot be 
supplemented once the case is on appeal to the courts. 

14. A non-statutory type (35 U.S.C. 101) double patenting 
rejection can be overcome by canceling or amending the 
conflicting claims so they are no longer coextensive in 
scope. The timely filing of a terminal disclaimer in 
compliance with 37 CFR 1.321© may be used to overcome a 
provisional double patenting rejection based upon 35 U.S.C. 
101. 

Effective January 1, 1994, a registered attorney or 
agent of record may sign a terminal disclaimer. A terminal 
disclaimer signed by the assignee must fully comply with 37 
CFR 3 .73 (b) . 

15. The remaining dependent claims (2-15, and 17-2 0) that 
are dependent to double-patenting claims 1, and 16 are 
provisionally objected because they are incorporating 
defects from their parent claims. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in 
this Office Action: 

(a) A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 102 of 
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this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner 
in which the invention was made. 

16. Claims 1, 5-6, 8-10, 15 are rejected under 35 
U.S.C.§ 103(a) as being unpatentable over an article of 
FUJI-KEIZAI USA, INC., in view of Carlson et al . (US Pat. 
4,758,714) . 

A. Referring to claim 1 ; It is directed to a system for 
verifying an authenticity of a product, comprising: 

- a tag is attached to a product, it can store 
authentication information in encrypted form; and a reader 
equipped with a decryption key for reading said 
authentication information from said tag (to verify said 
product is authentic) . 

In page 5, para. 2 of the argument received on 
2/27/2002, the applicant admits that *The Fuji-Kezai 
reference describes the use of a smart card with encrypted 
data. However, it can be seen that the article deals only 
with data storage and retrieval concept" . The examiner 
submits that this reference suggests MORE THAN what is 
showed. Although, it does not expressly show the intend of 
use of such smart tags, artisan would appreciate WHY these 
smart tags were manufactured, and WHERE these smart tags 
would be placed. These are intend of use, this reference 
doesn't need to disclose that information. 

The above limitations are obviously included in GEMPLUS 
product (see FUJI-KEIZAI USA, INC. pg.l, e.g. electronic 
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tags, and GPR400, a smart card reader in PC Card format to 
instantly encrypt and decrypt reading data) ; (see also Chew 
(US. Pat- 5,901,303) suggests a similar application (e.g. a 
tag having a memory) with a microprocessor embedded in a 
smart card) . 

Carlson et al . also disclose that public/private keys, 
encryption/de-cryption techniques at point-of-sales have 
been used. They also disclose that a verification step is 
done and routing information was used for satisfactorily 
verification, (see Carson et al. "This invention anticipates 
the use of checks as they currently exist using the Fed MICA 
system. However, a modified check may be used in the 
future which is a standard check save for the addition of an 
"NCR" (no carbon required) slip on the back entitled D-8 and 
a mag- stripe adhered to the front labeled D-17/D-18 shown in 
FIG. 11. The NCR page would include the amount of the check, 
D-16 and the serial number of the check D-15 as well as the 
company's logo and other regulated information. It may or 
may not include the duplication of the payer 1 s signature and 
countersignature, D-ll and D-13. However, it would naturally 
reproduce the Payee's name, D-12 and the date, D-14. D-ll 
and D-13 could possibly be obscured by a vision blocking ink 
screen such as seen on common personal checks with NCR 
pages. However, a preferred method to handle personal 
checks, Gov't checks, Travelers checks or any negotiable 
instrument using the Fed's MICA system would be to utilize 
the optional "dot matrix" or comparable type printer 
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together with the optional alphanumeric keypad at 2-10 (15- 
10 and 14-10) and the onboard CPU' s and verification 
circuitry to automatically contact the issuer's bank 
computer, electronically transfer the required funds 
directly to the payee's bank account ("electronic funds 
transfer" also known as "EFT") and then cancel the check or 
instrument in the device all at the point-of-sale. 
This would be accomplished in much the same way as EFT is 
used with bank credit cards today. Those skilled in the art 
will readily recognize that this method is preferred should 
applicable laws allow. The scenario of the EFT/POS- 
CANCELLATION will be as follows: Mr. XYZ is out of town 
and wants to make a purchase at a stranger's establishment. 
He would present his check, already filled out in full as 
per customary procedures. The retailer would punch in the 
check amount at 2-10 which would read out at 2-23 for the 
retailer and the customer to see and then place the 
check in the device and close the 1-2 lid. The customer 
would then enter his personal identification number at the 
PIN keypad. It should be noted here that the machine will 
only take a PIN entry a certain number of second before the 
1-2 lid is closed and will accept a PIN entry only a certain 
number of second after the 1-2 lid is closed. This is to 
help prevent a "residual" PI entry from incorrectly 
hindering a legitimate sale and enhance the security of the 
device. When the 1-2 lid closes the device's CPU (which may 
or may not contain the customer's PIN entry at this time) 
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will trigger the function of the MICA read head assembly to 
"read" the data on the check. If a mag-stripe is located on 
the check, it will also read that information. The CPU will 
then compare the PIN entered by the customer to that 
interpolated from the MICA information. This 
interpolation process may utilize the onboard algorithm 
modules in the module drawer or may depend upon outboard 
interpolation. Outboard interpolation would allow each bank 
to solely hold their own encryption/decryption methods and 
algorithm thus maintaining a higher state of security. 
Returning to the scenario; if the onboard CPU cannot 
interpret the PIN match up, then it would automatically call 
up the MICA network and using the routing and transit 
numbers on the face of the check would locate the very bank 
this particular check issued from. The MICA information sent 
from the onboard CPU would enter the bank's computer via 
suitable circuitry whereupon the bank's computer would use 
the encryption/decryption methods and/or algorithms known 
only to it to make the PIN comparison. For example, the 
bank's computer may use a combination of routing and transit 
numbers, account numbers and even individual check numbers 
in conjunction with their own security algorithm 
(known only to this bank's computer and perhaps key 
personnel) to arrive at a PIN which would either match or 
not match with that entered by the customer at the point-of- 
sale. At an appropriate time, the bank's computer would be 
told the amount of the check and its individual number as 
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supplied by the POS terminal, examine whether the customer's 
balance is sufficient to cover the check, receive the 
payees bank number and account number, and if all functions 
are deemed desirable, the payer's bank computer would 
electronically transfer the funds and debit the 
payer's account. The payee's routing and transfer and bank 
numbers and the payee's account number would be transferred 
to the payer's bank computer only after a satisfactory PIN 
match had been made. It should be noted that the POS device 
described herein can be programmed with the retailers 
(payee's) routing and transit numbers, bank numbers and 
account numbers quite easily via the 2-10 keypad by 
qualified personnel. Then, after the EFT had taken place, 
the payer's bank computer would wire the appropriate check 
cancellation information to the POS terminal which 
would then (A) print it on the back of the check via the dot 
matrix printer and (B) if the "daily totals" option is 
onboard, would add the amount of the EFT to the daily total. 
The 1-2 cover would then pop open and the cancelled check 
would be presented to the customer as part of his receipt. 
Thus, the banks are shifting much of their check handling to 
the point-of-sale. 
Detailed Description Text (43) : 

FIGS. 13 and 16 show an alternative design to that discussed 
so far in this section. This alternative design more readily 
accommodates traveler's checks, personal checks, food 
stamps, etc. and in fact constitutes refinement and 
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improvement over that system shown in FIGS. 5 and 6- A MICA 
reader device, 14-76, 15-76, and 16-76, such as that in 
common use by the Federal Reserve Banking System is 
installed adjacent to the 13-36 (14-36 and 15-36) mag-stripe 
reader head. This is possible since the three mag- stripe 
tracks on common credit cards and the MICA line on 
all checks are in such close proximity as shown by Figure 
15. Due to strict Standard's regulations, this phenomenon is 
likely to remain indefinitely. As has been previously 
stated, the selection of which "head" to use is 
automatically made prior to verifier movement by the 
system's CPU in association with the switches numbered 15- 
18, 15-18A and 15-86. The position of the MICA, PIN, or 
offset number on the 15-78 check is shown at 15-75A and will 
be read as a part of the routing and transit numbers and 
account numbers preceding it in the MICA line.") . 

Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of invention to use a 
readily available information/ system on the market from 
GEMPLUS with Carlson's suggestion since it is well-known on 
this particular field of retail marketing, and it makes a 
similar compact system for verifying an authenticity of a 
product at POS . 

B . Re . to claim 5 : It is quite obvious to one with skills in 
the art to further (with the rationale for rejection in 
claim 1) including a reader (for authenticating a product) 
in front of a consumer prior to purchase of the product (see 
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In re Larson, 144 USPQ 347 (CCPA 1965) for an integration 

characteristic) . 

C. Re. to claim 6 : It is quite obvious to one with skills in 
the art to further (with the rationale for rejection in 
claim 1) including a reader for reading an electronic tag 
without physically contacting said tag (see FUJI-KEIZAI USA, 
INC, pg.l, e.g. RF/ID products from GEMPLUS do not need 
physically contacting a tag for reading information) . 

D . Re . to claim 8 : It is very well-known to one with skills 
in the art to further (with the rationale for rejection in 
claim 1) imply that authenticating product information is 
directed to a product *s manufacturer (e.g. a company names 
'Sony" ) . 

E . Re . to claim 9 : It is very well-known to one with skills 
in the art to further (with the rationale for rejection in 
claim 1) indicate that authentication information is 
specific to a product (e.g. a product serial number) . 

F . Re . to claim 10 ; It is very well-known to one with skills 
in the art to further (with the rationale for rejection in 
claim 1) including a label having authentication information 
printed thereon to be verified against the authentication 
information read by a reader (e.g. a product serial number) . 

G. Re . to claim 18 ; This claim has a similar limitation as 
claim 10 although it is a method claim; hence, the same 
rationale is incorporated. 

H . Re . to claim 15 : It is obvious to one with skills in the 
art (with the rationale for rejection in claim 1) to have 



15 



'09/182,279 
Art Unit 3625 

authentication information including information for 
authenticating an electronic tag (e.g. an analogous 
application is the BIOS file in a PC with information about 
a configuration of that PC -embedded information-, see a 
court case for an integration characteristic) . 

In summary, the same analysis and reasoning set forth 
in the rejection of claim 1 are applied to these claims also 
because they are directed to a system that comprises similar 
means with very obvious limitations. 

17. Claim 2 is directed to a system for verifying an 
authenticity of a product, wherein a tag is a smart card 
(see FUJI-KEIZAI USA, INC. pg.l, e.g. electronic tags, and 
GPR400, a smart card reader in PC Card format to instantly 
encrypt and decrypt reading data) ; (see also Chew (US. Pat. 
5,901,303) suggests a similar application (e.g. a tag having 
a memory) with a microprocessor embedded in a smart card) . 

18. Claim 3 is directed to a system for verifying an 
authenticity of a product, wherein a tag is embedded into a 
product/ (a product packaging ) (e.g. see also Storch et al. 
(US Pat. 5,367,148) Figs. 2-3, the rationales for rejection 
for claim 1 are incorporated) . 

19. Claim 4 is rejected under 35 U.S.C. § 103 as being 
unpatentable over an article of FUJI-KEIZAI USA, INC., in 
view of Mob (US Pat. 5,740,250), and further in view of 
Carlson et al . (US Pat. 4,758,714). 
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It is directed to a system for verifying an 
authenticity of a product, wherein information is encrypted 
using a private key, and is decrypted using a public key 
(see "250 claims 21, and 26; the rationales for rejection 
for claim 1 are incorporated herein) . 

It would have been obvious to one of ordinary skill in 
the art at the time of invention to implement the system of 
GEMPLUS with the suggestions of Mob for verifying the 
authenticity of a product in a conventional way (as 
Carlson's patent), because these information were readily 
available at that time. 

20. Claim 7 is rejected under 35 U.S.C. § 103 as being 
unpatentable over an article of FUJI-KEIZAI USA, INC., in 
view of Guillou et al . (US Pat. 5,140,634). 

Claims 7 is directed to a system for verifying an 
authenticity of a product, wherein a zero-knowledge protocol 
is used (see at least x 634 the abstract, the rationales for 
rejection for claim 1 are incorporated herein) . 

It would have been obvious to one of ordinary skill in 
the art at the time of invention to implement the system of 
GEMPLUS with the suggestions of Guillou et al . for verifying 
the authenticity of a product, because these information are 
readily available at that time, and the verifying system 
would be done in a conventional way. 

21. Re. to claim 17 ; This claim has a similar limitation as 
claim 7 although it is a method claim; hence, the same 
rationale is incorporated for rejection. 
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22. Claim 11 is rejected under 35 U.S.C. § 103(a) as being 
unpatentable over an article of PUJI-KEIZAI USA, INC., in 
view of Storch et al . (US Pat. 5,367,148). 

A system for verifying the authenticity comprises a 
product serial number. The rationales for rejection for 
claim 1 are incorporated herein. 

FUJI-KEIZAI INC.'s article do not expressly disclose 
above limitation. 

However, Storch et al . show that this limitation is 
very well-known (see at least A 148 Fig. 3) . 

It would have been obvious to one of ordinary skill in 
the art at the time of invention to implement the system of 
GEMPLUS with the suggestions of Storch et al. 's disclosure 
for verifying the authenticity of a product serial number, 
because this information is very well-known, and the 
verifying system would be sufficient with a product's serial 
number . 

23. Claim 12 is rejected under 35 U.S.C. § 103 as being 
unpatentable over an article of FUJI-KEIZAI USA, INC., since 
it is interpreted as: A system for verifying the 
authenticity comprises a graphical image/indicia (of the 
product) (this limitation is very well-known on the market, 
e.g. an apple for an * Apple computer" .etc., the rationales 
for rejection for claim 1 are incorporated herein) . 

24. Claims 13, 20 are rejected under 35 U.S.C.§ 103 as 
being unpatentable over an article of FUJI-KEIZAI USA, INC., 
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in view of DiCesare et al . (US Pat. 5,971,435), and further 
in view of Carlson et al. (US Pat. 4,758,714). 

A. Re. to claim 13 ; It is interpreted as a system for 
verifying the authenticity comprises an ownership history 
(of the product) . The rationales for rejection for claim 1 
are incorporated herein. 

FUJI-KEIZAI USA, INC.'s article does not expressly 
disclose above limitation. 

However, DiCesare et al . show that this limitation is 
very well-known (see M35 4:40-56, and claim 13) (together 
with Carlson's disclosure). 

It would have been obvious to one of ordinary skill in 
the art at the time of invention to implement the system of 
GEMPLUS with the suggestions of Carlson and DiCesare et al . 
's disclosures for verifying the authenticity of a product, 
because these information are readily available at that 
time, and the verifying system would be sufficient with a 
product's past history. 

B. Re. to claim 20 : This claim has a similar limitation as 
claim 13 although it is a method claim; hence, the same 
rationale is incorporated. 

25. Claim 19 i rejected under 35 U.S.C. § 103 as being 
unpatentable over an article of FUJI-KEIZAI USA, INC., in 
view of Matyas et al . (US Pat. 5,164,988) . 

Re . to claim 19 : The rationales for rejection for claim 1 
are incorporated herein. 
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It is interpreted as a system for verifying the 
authenticity, wherein (authentication) information is erased 
after being read - 

FUJI-KEIZAI USA, INC.'s article does not expressly 
disclose above limitation. 

However, Matyas et al . show that this limitation is 
very well-known (e.g. see ^988 19:25-26, and 20:2-4). 

It would have been obvious to one of ordinary skill in 
the art at the time of invention to implement Gemplus' s 
system with a suggestion of Matyas et al. for verifying the 
authenticity of a product, because these information are 
readily available at that time, and the verifying task would 
be known as "done" with that product. 

26. Referring to claims 16, 21 : They are rejected on 
obviousness reasons under 35 U.S.C. § 103(a) since 
limitations of these claims comprise similar claims' 
limitations of claims 1-15 above. The same analysis and 
reasoning set forth in the rejection of claims 1-15 are 
applied to these claims also because they are directed to a 
method that using similar means for verifying the 
authenticity of a product/ (detecting products in a parallel 
market) (as the system in claims 1-15) to perform claimed 
steps . 

27. Claim 21 is rejected under 35 U.S.C. § 103 as being 
unpatentable over an article of FUJI-KEIZAI USA, INC., in 
view of Matyas et al . (US Pat. 5,164,988), in view of 
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Carlson et al. (US Pat. 4,758,714); and further in view of 
Dialog Classic article of *GE Capitol and GEMPLUS../' . 

Claim 21 is broad in its preamble because the only- 
present concept of detecting counterfeit products in a 
market is derived from that claimed method . It has an 
feature that is different from above claims 1-20: verifying 
a routing information of a product (other modified clauses 
that are claimed for above step are obvious for one with 
skills in the art) . Upon reviewing, above limitation is 
obviously suggest with GemPlus smart tags because the tags 
contain a memory; therefore, routing information obviously 
must be written in a said memory * chip" . 

It would have been obvious to one of ordinary skill in 
the art at the time of invention to implement GEMPLUS' s 
system with a suggestion of Carlson et al., and Matyas et 
al . in Fuji-Kezai x s electronic tags for verifying the 
authenticity/ information of a product, because these 
information/ technologies are readily available at that time, 
and the verifying task would be obviously included for a 
product . Therefore, Claim 21 is rejected also based on 
obviousness reason . 

Conclusion 

28. Claims 1-13, 15-21 are rejected. 

29. These references are considered pertinent to 
applicants' disclosure . 

- FUJI-KEIZAI USA, INC., *Top 40 high tech companies in 
Europe: GEMPLUS, FRANCE: Analysis of factors/strategies for 
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company's success, future plans and business opportunities 
in this industry", published on July 1997. 

- Edelstone et al., "Microchip Technology - Company 
Report" by PRUDENTIAL SECURITIES INC., published on 
11/24/1995. 

- *GEMPLUS announces integration of GemSAFE with IBM 
Smart Card Security Kit" from Business Wire, p. 1323, 
published on 10/21/1998. 

- "GEMPLUS to showcase GemSAFE Smart Card Security 
Solutions at RSA Conference." from Business Wire, p. 1418, 
published on 1/14/1999. 

- Reid, article title ^Metrorail to take a high-tech 
trip with smart card" by the Washington Post, printed on 
7/05/1998; it provides some background for using smart 
card/electronic tag. 

30 . Notes t 

The examiner submits that these claims' limitations are 
obvious because GEM PLUS , Storch et al . , Deo et al . , Carlson 
et al., Chew and Matyas et al. need not necessary spelled- 
out exactly claimed languages, because their suggestions 
also directed to a similar system for a clinic transaction 
system; their limitations are not limited to described 
embodiments in their inventions. It is reasonable that 
various modifications and variations of their systems would 
be apparent to those skilled in the art at the time of 
invention without departing from the scope and spirit of the 
invention. Although GEMPLUS, Storch et al . , Carlson et al . , 
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Deo et al., Chew and Matyas et al. inventions have been 
described in connection with specific preferred embodiments, 
it should be understood that their limitations as claimed 
should not be unduly limited to such specific embodiments. 
Having described preferred embodiments of the present 
invention with reference to the accompanying drawings, it is 
to be understood that the present invention is not limited 
to the above-mentioned embodiments and that various changes 
and modifications can be effected therein by one skilled in 
the art without departing from the spirit or scope of the 
present invention as defined in the appended claims. 

31. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Cuong 
H. Nguyen whose telephone number is 703-3 05-4553 The 
examiner can normally be reached on Mon.-Fri. from 7:15 AM 
to 3 :15 PM (EST) . 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Ms. Wynn Coggins, 
can be reached on (703)308-1344. 
Any response to this action should be mailed to: 

Amendments 

Commissioner of Patents and Trademarks 
Washington D.C. 20231 

or faxed to: 

(703)305-7687 [Official communications] 
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or 7 03-746-5572 (RightFax) 

Hand delivered responses should be brought to Crystal 
Park 5, 2451 Crystal Drive, Arlington, VA, 7 th floor 
receptionist . 

Receptionist : (703) 308-1113 . 

Primary Examiner 
Dec- 27, 2002 
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